
Rejection under 35 U.S.C. $ 101 

Claims 12-25 are rejected under 35 U.S.C. § 101 for lack of utility. The Examiner 
states that the claimed invention is not supported by a specific asserted utility or a well 
established utility. Applicants respectfully disagree. 

Under M.P.E.P § 706.03(a)(1) the specification and claims are to be reviewed to 

determine if the applicant has asserted any credible utility for the claimed invention. 

Specifically, section 706.03(a)(l)(B)(l) states: 

If the applicant has asserted that the claimed invention is useful for a particular 
purpose (i.e., a "specific utility") and that assertion would be considered 
credible by a person of ordinary skill in the art, do not impose a rejection 
based on lack of utility. Credibility is to be assessed from the perspective of 
one of ordinary skill in the art in view of any evidence of record (e.g., data, 
statements, opinions, references, etc.) that is relevant to the applicants 
assertions. An applicant must provide only one credible assertion of specific 
utility for any claimed invention to satisfy the utility requirement. 

Applicants submit that the claimed invention has a wide variety of utilities, including 
the creation of DNA diagnostic probes labeled with electron transfer moieties. The claimed 
invention, nucleosides comprising electron transfer moieties, are used to make the labeled 
probes of the invention. These probes possess unique structural features, i.e., the capability to 
transfer electrons over large distances at fast rates, which enable them to be used as 
bioconductors and diagnostic probes. See specification at page 6, lines 20-23. Thus, the 
claimed invention directed toward compositions comprising nucleosides modified with 
electron transfer moieties has a specific asserted utility. 

The Examiner states that the claimed invention lacks a well established utility because 
a person of skill in the art would not expect that a nucleotide with an attached electron 
transfer moiety would be incorporated during the synthesis of an oligonucleotide because the 
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bulky structure of the electron transfer moiety would interfere with the synthesis. Applicants 
respectfully disagree. 

The specification describes a variety of methods to incorporate nucleosides and 
nucleotides modified with ETMs into nucleic acids. For example, methods for adding 
electron transfer moieties to modified nucleotides located at the 3', 5' termini, or an internal 
base of an oligonucleotide are described in the specification beginning at page 1 9, line 3 1 , 
through page 25, line 10. Example 1 describes the synthesis of an oligonucleotide duplex 
with ETMs at the 5' termini (specification at page 37, line 21, through page 39, line 17); 
Example 2 describes the synthesis of long DNA duplexes with ETMs (page39, line 18 
through page 40, line 6); Example 3 describes the synthesis of covalently bound ETMs at 
internucleotide linkages of duplex DNA (page 40, line 7 through page 41, line 4); Example 4 
describes the synthesis of two oligonucleotides, each with an ETM attached at the 5' terminus 
(page 41, lines 5-19); Example 5 describes the characterization of modified nucleic acids 
made according to the method described in Example 1 (page 41, line 20 through page 43, line 
3); and, Example 6 describes the synthesis of a single stranded nucleic acid labeled with two 
ETMs (page 43, line 4 through page 44, line 2). 

Accordingly, applicants submit that the present invention directed towards 
compositions comprising modified nucleosides has both a specific asserted utility and a well 
established utility. Withdrawal of the rejection of claims 12-25 under § 101 is respectfully 
requested. 

Rejection under 35 U.S.C. §112. first paragraph 

Claims 12-25 are rejected under 35 U.S.C. § 1 12, first paragraph, because the claimed 
invention is not supported by a specific asserted utility or a well established utility. As 
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argued above, applicants have identified a specific utility for the claimed invention. In 
addition, as required by M.P.E.P § 706.03(a)(1) (b)(3), applicants have indicated where 
support for the asserted utility can be found in the specification. 

Claims 12-25 are rejected under 35 U.S.C. § 1 12, first paragraph, for lack of written 
description. Specifically, the office action states that the specification fails to describe the 
claimed "nucleoside comprising a covalently attached electron transfer moiety". 

Applicants submit that the specification as filed provides a legally sufficient written 
description for the addition of an electron transfer moiety to a nucleoside. For example, on 
page 20, lines 25 through page 21, linel 1, the specification describes the incorporation of the 
modified nucleosides into a growing oligonucleotide by standard synthetic techniques, 
referencing the Gait article in Eckstein (attached hereto as Exhibit A). In addition, to 
Examples 1-6, discussed above, the Examiner's attention is respectfully drawn to Figure 6 of 
the specification which depicts the incorporation of modified nucleoside into a growing 
oligonucleotide chain. The experimental conditions are provided in Example 9 (specification, ,c. 
at page 45, line 19 through page 46, line 10). 

Accordingly, applicants submit that the written description provided in the 
specification is sufficient to enable one of skill in the art to synthesize the compounds of the 
invention. Applicants respectfully request withdrawal of the rejection of claims 12-25 under 
35 U.S.C. § 112, first paragraph. 
Provisional Double Patenting Rejection 

Claims 12 -25 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 21-28 of co-pending 
Application No. 09/602,618. 
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Without admitting the necessity of a Terminal Disclaimer, applicants hereby submit 
one in an effort to expedite prosecution. A terminal disclaimer listing patent application 
09/602,618 is enclosed. Applicants also enclose a copy of a letter from the California 
Institute of Technology stating the individual who signed the terminal disclaimer, Adam 
Cochran, is authorized to sign all documents relating to the filing and prosecution of 
trademark and patent applications on behalf of California Institute of Technology. 

Applicants respectfully submit that the claims are now in condition for allowance and 
early notification to that effect is respectfully requested. If the Examiner feels there are 
further unresolved issues, the Examiner is respectfully requested to phone the undersigned at 
(415)781-1989. 

The Commissioner is hereby authorized to charge any additional fees, including 
extension fees or other relief as may be required, or credit any overpayment to Deposit 
Account 06-1300 (Order No. A-58762-9/RFT/RMS/RMK). 
Dated: /n _f_ Respectfully submitted, 



FLEHR HOHBACH TEST 
ALBRITTON & HERBERT LLP 




Four Embarcadero Center - Suite 3400 
San Francisco, California 941 1 1-4187 
Tel.: (415)781-1989 
Fax: (415)398-3249 



1051034.RMK 




APPENDIX OF PENDING CLAIMS 

12. A nucleoside comprising a ribose comprising a covalently attached electron transfer 
moiety at the 2' position. 

13. A nucleoside according to claim 12 wherein said electron transfer moiety is an organic 
electron transfer moiety. 

14. A nucleoside according to claim 12 wherein said electron transfer moiety is a transition 
metal complex. 

15. A nucleoside according to claim 12 wherein said transition metal complex comprises 
ruthenium. 

16. A nucleoside according to claim 12 wherein said transition metal complex comprises 
iron. 

17. A nucleoside according to claim 12 wherein said transition metal complex comprises 
osmium. 

18. A nucleoside according to claim 12 wherein said transition metal complex comprises 
rhenium. 

19. A nucleoside according to claim 12 wherein said transition metal complex comprises 
cobalt. 

20. A nucleoside according to claim 12 wherein said transition metal complex comprises 
palladium. 

21. A nucleoside according to claim 1 2 wherein said transition metal complex comprises 
platinum. 

22. A nucleoside according to claim 12 wherein said electron transfer moiety is attached via 
an amine group at said T position. 

23. A nucleoside according to claim 12 wherein said electron transfer moiety is attached via 
a linker at said 2' position. 

24. A nucleotide comprising a ribose comprising a covalently attached electron transfer 
moiety at the 2' position. 

25. A nucleic acid comprising a nucleoside comprising a ribose comprising a covalently 
attached electron transfer moiety at the 2' position. 
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